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UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA

FIE\(I:ARS NATIONAL ASSOCIATION,

Plaintift,
Vs.
9900 SANTA MONICA, INC,, e“c al,
Defendants.

I. INTRODUCTION

Case No. CV 05-4109 ODW (PLAx)

ORDER GRANTING IN PART
AND DENYING IN PART
PLAINTIFF’S MOTION FOR
SUMMARY JUDGMENT
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On June 7, 2005, Plaintiff Friars National Association, Inc., doing business as

“The New York Friars Club” (“Friars National”) commenced this action against

Defendant 9900 Santa Monica, Inc., doing business as “The Friars of Beverly Hills,”

and its owner Defendant Darren Schaffer (collectively, “FOBH”). Friars National

claims FOBH infringed upon its common law mark “Friars” by operating “The Friars

of Beverly Hills,” a social club modeled after Plaintiff’s own club. The Complaint

set forth the following claims: (1) trademark infringement of “Friars” under Section

32(1) of the Lanham Act; (2) trademark infringement under Section 43(a) of the
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Lanham Act; (3) dilution under Section 43(c) of the Lanham Act; (4) dilution under
New York General Business Law Section 368-d; (5) dilution under Callfomla*
Business and Professions Code Section 14330; (6) common law unfair competmonEJ

W

and (7) unfair competition under California Business and Professions Code Section
17200.

Friars National now moves for summary judgment as to these claims and as to
FOBH’s fraud counterclaim. FOBH claims Friars National committed fraud when it
filed this lawsuit alleging, among other claims, infringement of a registered trademark
— a registration that Friars National had expressly abandoned.

After considering the arguments and evidence raised in support of and in
opposition to the instant motion, as well as the arguments advanced by counsel at the
hearing, Friars National’s Motion for Summary Judgment is hereby GRANTED in
part and DENIED in part.

II. FACTS

Except where otherwise indicated, the following facts are undisputed.

Friars National is a non-profit organization operated as a social club. (UF, 1.)
Since 1904, the organization has had many famous members and has sponsored
numerous events for members and their guests, including the Friars “roasts.” (UF, 2,
4.) The City of New York recognized the organization by naming the block on which
it is located “Friars Way” and declaring June 14,2004 “Friars Club Centennial Day.”
(UF, 3-4.) The Friars Club has also been the subject of photos, books, articles,
movies, and television shows, including a 2004 DVD entitled “A Salute to the Friars
Club” and an episode of the television show “Seinfeld.” (UF, 8-10.)

In 1947, Friars National signed an agreement with Friars Club of California

(“FCC”) regarding “use of the name ‘Friars’ in the title of its organization, and the
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use of the name *Friars Club.”” (Opp’n at 2.) Like Friars National in New York, FCC

was a non-profit, membership-only club. (UF, 13.) It was formed when members of"“
Friars National in New York decided to go to California to “start an organization forj %
entertainment personalities on the West Coast.” (UF, 14.)

Among other things, the 1947 agreement required FCC to pay annual dues and
included the following provision: “The name of the ‘Friars’ shall not be used by you
in connection with any commercial or business purpose of any kind (including motion
pictures, radio, television or any stage show) without the written consent of the Friars
National Association, Inc. [ ] and then only [on] terms to be agreed upon by the New
York club.” (Decl. of Jamie Brickell, Ex. 19.)’

In 1962, Friars National complained that FCC had failed to pay the agreed
upon dues. (UF, 20.) Counsel for FCC responded by letter, making the following
acknowledgments: “The New York Friars Club has the exclusive right to the name
“Friars Club’ and all rights inherent thereto;” and “The California Friars Club derives
its right to the use thereof by a license from you (as per agreements and amendments
thereto).” (Decl. of Jamie Brickell, Ex. 22.) In 1993, in relation to a disagreement
between Friars National and FCC regarding the television broadcast of an event, FCC
received an opinion letter from its counsel stating that FCC could not use the name
“Friars” or “Friars Club” for commercial or business purposes. (UF, 27.)

In 1998, a dispute arose between FCC and Friars National regarding the use of
the names “Friars” and “Friars Club.” (Opp’n at 2-3.) A lawsuit was filed in the
Southern District of New York (Friars Nat. Assoc., Inc. v. Friars Club of California,
Inc., 99-CV-3615 (JKG)), but was subsequently settled in February 2000. (January
23, 2007 Order at 3.) As a result of the settlement, Friars National agreed to

| FOBH’s objections to Friars National’s evidence are overruled.
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